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DETAILED ACTION 

The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

Continued Examination Under 37 CFR 1.114 

A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .1 7(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submissions filed on 1 
August 2008 and 20 August 2008 have been entered. 

Claim Rejections - 35 USC §112 

The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claims 9, 11, 12, 17 and 18 are rejected under 35 U.S.C. 112, first paragraph, as 
failing to comply with the written description requirement. The claim(s) contains subject 
matter which was not described in the specification in such a way as to reasonably 
convey to one skilled in the relevant art that the inventor(s), at the time the application 
was filed, had possession of the claimed invention. The newly added limitation to claim 
9 that colloidal particles are added to the clay as a super additive does not appear to be 
supported by the specification as originally filed. Further, the specification as originally 
filed does not appear to support the newly added limitation that a clay is formed before 
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the addition of the colloidal particles (specifically page 11 lines 20-22 recites that "[t]he 
clay in the present invention needs to contain at least the aggregate particle material, 
water, organic binder, pore former, and colloidal particles"). If support is found in the 
specification but was missed by the Examiner the Applicant is invited to point out 
specifically where such support can be found in the reply to this Office action. 

Claims 11,12, 17 and 18 are rejected based on their dependence from on claim 
9. If support is found in the specification but was missed by the Examiner the Applicant 
is invited to point out specifically where such support can be found in the reply to this 
Office action. 

Claims 9, 1 1 , 12, 17 and 18 are rejected under 35 U.S.C. 112, second 
paragraph, as being indefinite for failing to particularly point out and distinctly claim the 
subject matter which applicant regards as the invention. 

Claim 9 is rejected based on the newly added limitation describing the colloidal 
particles as a "super-additive". It is unclear what a super-additive is or how it might 
differ from a regular additive, and there does not appear to be any use of the term 
"super-additive" in the specification to indicate to one of ordinary skill in the art what the 
term means. 

Claims 11,12, 17 and 18 are rejected based on their dependence from on claim 

9. 

Double Patenting 

Claims 9, 1 1 and 12 are provisionally rejected on the ground of nonstatutory 
obviousness-type double patenting as being unpatentable over claims 7 and 9 of 
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copending Application No. 10/531 ,873. This rejection was first made in the non-final 
Office action date 20 September 2007, and having not been addressed by the Applicant 
is maintained. 

This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 

Claim Rejections - 35 USC § 103 

Claims 9, 11, 12, 17 and 18 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Beall (WO 01/16,049) in view of Hamaguchi (US Patent 5,069,697). 

Beall discloses a method of forming a ceramic honeycomb body involving 
kneading a mixture of magnesium oxide, aluminum oxide and silicon oxide (i.e., an 
aggregate particle material), with an organic binder system including water. This mixture 
is then formed into a honeycomb shaped green body, dried and fired (the firing process 
would inherently involve also calcining the body since it is fired at a temperature above 
the calcining temperature of such a body) (claim 1). 

Beall further discloses that the silica could be in the form of colloidal silica (page 
8 lines 8-9) and be in an amount of at least 5% by weight of the inorganic raw material 
mixture (aggregate particle material) (claim 4).. 

Beall does not specifically disclose an additive put in for the purpose of forming 
pores having a composition different than the organic binder. 

Hamaguchi discloses a method of making a porous ceramic honeycomb filter 
that is substantially similar to the process of Beall as discussed above. Hamaguchi 
further discloses that the composition which is extruded into a honeycomb shape in 
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clued a pore forming agent (referring to claim 18, Hamaguchi specifically discloses that 
the pore forming agent be graphite) (Col 3 line 34 - Col 4 line 10). 

It would have been obvious to one of ordinary skill in the art, at the time of 
invention by applicant, to have modified the method of Beall as discussed above by 
adding a pore forming agent as taught by Hamaguchi (specifically graphite). This would 
have been obvious because a dedicated pore forming agent would allow for the greater 
control of both the total amount of porosity in the finished article, as well as the size of 
those pores. This would be desirable both as a way of creating articles matching 
desired specifications, as well as creating articles that maintain consistency throughout 
the batch. 

Referring to claim 1 1 , Beall further discloses adding 0.2-2 parts by weight of 
sodium stearate (an alkali metal source) based on 100 parts by weight of the aggregate 
particle material (page 9 lines 17-21). 

Referring to claim 12, Beall includes teachings that the aggregate material 
include alumina as discussed above. Further, Beall teaches that the mixture created 
include the aggregate material in an amount of at least 50% by mass (page 9 lines 9-21 , 
based on the amount of additives disclosed being less than 50% by mass) 

Referring to claim 17, Beall discloses that a preferred binder is methyl cellulose 
(page 9 lines 13-16). 

Response to Arguments 

Applicant's arguments filed 20 August 2007 have been fully considered but they 
are not persuasive. 
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Applicant argues that the colloidal silica disclosed by Beall is used as part of the 
aggregate particle material. 

This is not found to be persuasive because such a difference is not supported by 
the language of claim 9. Claim 9 requires the mixing and kneading of an aggregate 
particle material (a ceramic and/or metal, specifically defined in the specification as 
being one or more selected from a group including alumina and others, page 5 lines 3- 
7), water, an organic binder, a pore-former and colloidal particles, followed by shaping 
and further processing of the mixture. Beall, as discussed above, teaches the creation 
of a mixture of alumina (or other ceramics, i.e., a aggregate particle mixture), an organic 
binder system including water, and colloidal silica (the pore-former being added by the 
combination of Hamaguchi as discussed above). The attempt by the Applicant to label 
some of the materials of Beall within, and other materials outside of, an arbitrary group 
name such as "aggregate particle material" does not overcome the fact that the 
combination of Beall and Hamaguchi disclose creating a mixture of the same materials 
recited in the current claims (ceramic such as alumina, binder, water, pore-former and 
colloidal particle) and processing that mixture in the same manner (forming and firing). 

Applicant further argues that Beall does not disclose or suggest a need for a 
pore-forming agent because excellent results are obtained without the use of a pore- 
forming agent and that the prior art must suggest such an improvement for the change 
to be obvious. 

This is not found to be persuasive because the prior art, taken as a whole, does 
provide such a suggestion, and the fact that it is not found in Beall is irrelevant. 
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Hamaguchi teaches the known use of a dedicated pore-forming agent in the use of 
making a ceramic honeycomb structure, and that by controlling the amount and type of 
such a pore former a wide range of advantages can be achieved (including the size and 
total amount of pores throughout the body). Thus, the prior art does suggest to one of 
ordinary skill in the art the use of a dedicated pore-forming agent should be used in the 
process of Beall, and the fact that Beall obtains excellent results without does not 
negate the fact that one looking at the prior art as a whole would be motivated to use a 
dedicated pore-former. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to RUSSELL J. KEMMERLE III whose telephone number 
is (571 )272-6509. The examiner can normally be reached on Monday through 
Thursday, 7:00-5:00 EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Steven Griffin can be reached on 571-272-1 189. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Steven P. Griffin/ 

Supervisory Patent Examiner, Art 

Unit 1791 

/R. J. K.I 

Examiner, Art Unit 1791 



